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DETAILED ACTION 

1. Claims 1-24 have been examined. Application 10/790,087 has a filing date 
03/02/2004 and is a continuation of PCT/JP0 1/090 18 International Filing Date: 
10/12/2001. 



Claim Rejections - 35 USC § 102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under 
section 122(b), by another filed in the United States before the invention by the 
applicant for patent or (2) a patent granted on an application for patent by 
another filed in the United States before the invention by the applicant for patent, 
except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application 
filed in the United States only if the international application designated the 
United States and was published under Article 21 (2) of such treaty in the English 
language. 

Claims 1, 4, 5, 8-12, 15, 16, 19-24 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Freeman et al (U.S. 6,068,183). 

As per claim 1 , Freeman teaches: 

A method of providing advertisements by an automatic transaction apparatus for 
executing a predetermined transaction with a user utilizing a transaction medium that 
stores identification information of the user, the method comprising the steps of: 

reading the identification information stored in the transaction medium (see 



column 4, lines 60-67); 
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acquiring attribute information of the user corresponding to the identification 
information read out from the transaction medium, from a host computer connected with 
the automatic transaction apparatus through a network (see column 3, lines 45-55; 
column 5, lines 1-10; column 4, lines 35-40); and 

displaying an advertisement corresponding to the attribute information among a 
plurality of advertisements registered for each of plural pieces of attribute information 
(see . 

As per claim 4, Freeman teaches 

The method of providing advertisements according to claim 1, wherein in the 
case where a plurality of advertisements are registered for the attribute information, one 
advertisement is selected for display depending on the priority set in advance for each 
advertisement (see column 4, lines 60-67; column 5, lines 44-65). 

As per claim 5, Freeman teaches: 

The method of providing advertisements according to claim 1, wherein the 
automatic transaction apparatus issues a coupon corresponding to the advertisement 
after displaying the advertisement (see column 4, lines 60-67). 

As per claim 8, Freeman teaches: 

The method of providing advertisements according to claim 5, wherein the 
automatic transaction apparatus issues the coupon by either printing of the coupon on a 
predetermined sheet or registering of data into the transaction medium (see column 3, 
lines 55-67; column 4, lines 60-65). 

As per claim 9, Freeman teaches: 
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The method of providing advertisements according to claim 8, wherein the 

automatic transaction apparatus accumulates the number of times of issuance of the 

coupon for each issuance either by the printing or by the registering of data (see column 
2, lines 25-29). 

As per claim 10, Freeman teaches; 

The method of providing advertisements according to claim 1, wherein the 

attribute information includes at least one of the age, the sex and the balance in a 

deposit account set in a predetermined financial institution of the user (see column 3, 
lines 45-55). 

As per claim 1 1 , Freeman teaches; 

The method of providing advertisements according to claim 1, wherein the 
transaction medium is an 1C card (see column 2, lines 9-30). 

As per claim 12, Freeman teaches; 

An automatic apparatus for executing a predetermined transaction with a user 
utilizing a transaction medium that stores identification information of the user, the 
automatic transaction apparatus comprising: 

a read-out unit for reading out the identification information stored in the 
transaction medium; 

an acquisition unit for acquiring attribute information of the user corresponding to 
the identification information read out from the transaction medium, from a host 
computer connected with the automatic transaction apparatus through a network: 
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a storage unit for storing at least one advertisement corresponding to each of 
plural pieces of attribute information: and 

a display unit for displaying the advertisement corresponding to the attribute 
information from advertisements stored in the storage unit. The same rejection applied 
to claim 1 is applied to claim 12. 

As per claim 15, Freeman teaches: 

The automatic transaction apparatus according to claim 12, wherein the display 
unit selects one advertisement depending on the priority set in advance for each 
advertisement and displays the selected advertisement in the case where a plurality of 
advertisements are registered for the attribute information. The same rejection applied 
to claim 4 is applied to claim 15. 

As per claim 1 6, Freeman teaches: 

The automatic transaction apparatus according to claim 12, wherein the 
automatic transaction apparatus further comprises an issuance unit for issuing a coupon 
corresponding to the advertisement after displaying the advertisement. The same 
rejection applied to claim 5 is applied to claim 16. 

As per claim 19, Freeman teaches: 

The automatic transaction apparatus according to claim 16, wherein the issuance 
unit issues the coupon by either printing of the coupon on a predetermined sheet or 
registering of data into the transaction medium. The same rejection applied to claim 8 is 
applied to claim 19. 

As per claim 20, Freeman teaches: 
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The automatic transaction apparatus according to claim 19 wherein the 
calculation unit accumulates the number of times ..of issuance of. the coupon for each 
of the issuance by the printing or by the registration of data. The same rejection applied 
to claim 9 is applied to claim 20. 

As per claim 21 , Freeman teaches: 

The automatic transaction apparatus according to claim 12 wherein the attribute 
information includes at least one of the age, the sex and the balance in a deposit 
account set in a predetermined financial institution of the user. The same rejection 
applied to claim 1 0 is applied to claim 21 . 

As per claim 22, Freeman teaches: 

The automatic transaction apparatus according to claim 12, wherein the 
transaction medium is an 1C card. The same rejection applied to claim 1 1 is applied to 
claim 22. 

As per claim 23, Freeman teaches: 

A transaction system executing a predetermined transaction with a user, the 
transaction system comprising: 

an automatic transaction apparatus for accepting a transaction medium that 
stores identification information of the user; and 

a host computer for communicating attribute information of the user, connected 
with the automatic transaction apparatus through a network, the automatic transaction 
apparatus comprising: 
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a read-out-unit for reading out the identification information stored in the 
transaction medium; 

an acquisition-unit-for acquiring attribute information of the user corresponding to 
the identification information read out from the transaction medium from a host 
computer: 

a storage unit for storing at least one advertisement corresponding to each of 
plural pieces of attribute information: and 

a display-unit for displaying the advertisement corresponding to the attribute information 
from advertisements stored in the storage-unit. The same rejection applied to claim 1 is 
applied to claim 23. 

As per claim 24, Freeman teaches: 

The transaction system according to claim 23, wherein the automatic transaction 
apparatus issues a coupon corresponding to the advertisement after displaying the 
advertisement. The same rejection applied to claim 5 is applied to claim 24. 

Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 2, 3, 6, 7, 13, 14, 17 and 18 are rejected under 35 U.S.C. 103(a) as being 

unpatentable over Freeman et al (U.S. 6,068,183) in view of Angles et al (U.S. 

5,933,811). 
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As per claim 2, Freeman teaches 

The method of providing advertisements according to claim 1 , but fails to teach 
wherein: the automatic transaction apparatus accumulates the number of times of 
display of the advertisement every time it displays the advertisement, and wherein the 
host computer acquires the number of times of display of the advertisement from the 
automatic transaction apparatus arid, after a predetermined period of time has passed, 
creates charging information corresponding to the number of times of display. However, 
Angles teaches “In addition, the ability to monitor the number of advertisements 
displayed by a particular content provider computer 14 provides a number of 
advantages. For example, the advertisement provider can pay the content provider 
based on the volume of advertisements actually displayed by the content provider 
computer 14. This frees the content providers from having to generate advertising data, 
from having to individually contact advertisers, from having to negotiate advertising 
payment fees, and from having to maintain an advertising administrative staff. 
(105) Furthermore, because the preferred embodiment of Angles also is capable of 
storing a consumer's Internet provider account number in the registration database 68, 
the preferred embodiment can monitor the number of advertisements viewed by 
consumers associated with a particular Internet provider 34. Accordingly, the invention 
can pay an Internet provider 34 based on the number of advertisements viewed by its 
consumers. The Internet providers 34 can then use this advertising revenue to reduce 
consumer access fees. Alternatively, the preferred embodiment can pay a consumer for 
viewing advertisements by crediting a consumer's Internet provider account. In addition, 
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because the preferred embodiment also is capable of storing a consumer's digital cash 
account, the preferred embodiment can pay the consumer with digital cash each time 
the consumer views an advertisement. This allows the consumer to obtain digital cash 
which the consumer can use to purchase other goods and services offered for sale on 
the Internet 33” (see column 16, lines 16-44). Therefore, it would have been obvious to 
a person of ordinary skill in the art at the time the application was made, to know that 
the Freeman system would track and analyze the number of times advertisements are 
displayed to users, as taught by Angles. Freeman would use this tracking to analyze the 
effectiveness of the advertisement efforts and would use this analysis to settle 
transactions between consumers, advertisers and content providers. 

As per claim 3, Freeman and Angles teach: 

The method of providing advertisements according to claim 2, wherein in the 
case where the advertisement is registered for the plural pieces of the attribute 
information, the number of times of display of the advertisement is accumulated for 
each piece of the attribute information (see column 4, lines 60-67). The same rejection 
applied to claim 2 is applied to claim 3. 

As per claim 6, Freeman teaches: 

The method of providing advertisements according to claim 5, but fails to teach 
wherein the automatic transaction apparatus accumulates the number of times of 
issuance of the coupon every time it issues the coupon, and the host computer acquires 
the number of times of issuance from the automatic transaction apparatus and, after a 
predetermined period of time has passed, creates charging information corresponding 
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to the number of times of issuance. The same rejection applied to claim 2 is applied to 
claim 6. 

As per claim 7, Freeman and Angles teach: 

The method of providing advertisements according to claim 6, wherein in the 
case where the advertisement and a coupon corresponding thereto are registered for 
the plural pieces of attribute information, the number of times of display of the 
advertisement and the number of times of issuance of the coupon are accumulated for 
each piece of attribute information (see column 3, lines 45-55; column 4, lines 17-34; 
column 2, lines 20-30). 

As per claim 13, Freeman and Angles teach: 

The automatic transaction apparatus according to claim 12, wherein the 
automatic transaction apparatus comprises a calculation unit for accumulating the 
number of times of display of the advertisement every time the advertisement is 
displayed, and wherein the calculation unit transmits the number of times of display of 
the advertisement to the host computer that creates charging information corresponding 
to the number of times of display after a predetermined period of time has passed. The 
same rejection applied to claim 2 is applied to claim 13. 

As per claim 14, Freeman and Angles teach: 

The automatic transaction apparatus according to claim 13, wherein the 
calculation unit accumulates the number of times of display of the advertisement for 
each piece of the attribute information in the case where the advertisement is registered 
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for the plural pieces of attribute information. The same rejection applied to claim 3 is 
applied to claim 14. 

As per claim 17, Freeman and Angles teach: 

The automatic transaction apparatus according to claim 16 wherein the 
automatic transaction apparatus comprises a calculation unit for accumulating the 
number of times of issuance of the coupon every time the coupon is issued, and 
wherein the calculation unit transmits the number of times of issuance to the host 
computer that creates charging information corresponding to the number of times of 
issuance after a predetermined period of time has passed. The same rejection applied 
to claim 6 is applied to claim 17. 

As per claim 18, Freeman and Angles teach: 

The automatic transaction apparatus according to claim 17, wherein 
the calculation unit accumulates the number of times of display of the 
advertisement and the number of times of issuance of the coupon for each piece of the 
attribute information in the case where the advertisement and a coupon corresponding 
thereto are registered for the plural pieces of attribute information. The same rejection 
applied to claim 7 is applied to claim 18. 

Conclusion 

4. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to DANIEL LASTRA whose telephone number is 703-306- 
5933. The examiner can normally be reached on 9:30-6:00. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner’s 
supervisor, ERIC W STAMBER can be reached on 703-305-8469. The fax phone 
number for the organization where this application or proceeding is assigned is 703- 
872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



Daniel Lastra 
November 27, 2004 





